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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

1. A request for continued examination under 37 CFR 1.114, including the fee set forth in 37 
CFR 1.17(e), was filed in this application after final rejection. Since this application is eligible for 
continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1.17(e) has been timely 
paid, the finality of the previous Office action has been withdrawn pursuant to 37 CFR 1.114. 
Applicant's submission filed on 6/26/08 has been entered. 

Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in section 
102 of this title, if the differences between the subject matter sought to be patented and the prior art are such that the 
subject matter as a whole would have been obvious at the time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made 

3. Claims 9, 11, 13, 14 and 16 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
U.S. Patent Application Publication No. 2004/0077972 to Tsonton et al. in view of U.S. Patent No. 
7,166,114 to Moctezuma De La Barrera et al. 

In regard to claims 9, 11, 13, 14 and 16, Tsonton et al. disclose a base; a cradle movably 
mounted to the base and an indexing guide moveable with the cradle and including a receptacle 
within which a portion of the medical instrument is received. The indexing guide includes a lip 
adjacent the receptacle. Tsonton et al. disclose a deployment mechanism configured to move the 
cradle relative to the base. However, Tsonton et al. fail to disclose two guide locks that selectively 
engage the portion of a medical received within the receptacle, the guide locks being slidably 
attached to the indexing guide and moveable axially through application of an axial force to the 
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guide lock to inhibit rotation and axial movement. Moctezuma De La Barrera et al. teach two guide 
locks (122) that engages a portion of a medical instrument to inhibit rotation and axial movement, 
wherein the guide locks are slidably attached and moveable axially through application of an axial 
force to the guide lock and the medical instrument including at least one notch and the guide lock 
being configured to be received in the notch (Col. 6, lines 40-51). It would have been obvious to 
one having ordinary skill in the art at the time the invention was made to modify the portion of the 
medical instrument received in the cradle to include at least one lock and to provide guide locks 
slidably attached and moveable axially through application of an axial force to the guide locks as 
taught by Moctezuma De La Barrera et al. in order to firmly engage the medical instrument so that a 
desired relationship is maintained between the medical instrument and the receptacle (Col. 6, lines 
43 - 46). 

4. Claims 9, 14 and 21 - 24 are rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. 
Patent No. 5,871,487 to Warner et al. in view of U.S. Patent No. 7,166,114 to Moctezuma De La 
Barrera et al. 

In regard to claims 9, 14 and 21-24, Warner et al. disclose a base (12); a cradle (32) 
movably mounted to the base; and an indexing guide moveable with the cradle and including a 
receptacle (36) within which a portion of the medical instrument is received, the indexing guide 
including a guide lock (38) slidably attached to the indexing guide and selectively engagable with a 
portion of the medical instrument received within the receptacle to prevent rotation and axial 
movement of the portion of the medical instrument received in the receptacle relative to the 
indexing guide and the cradle when the medical instrument is locked therein (Col. 4, lines 44 - 46). 
The guide lock is moveably secured to the indexing guide. The indexing guide includes a lip 
adjacent the receptacle (Figure 1). Warner et al. disclose a pivotable clamp (48) axially disposed a 
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distance away from the guide lock that is selectively engagable with the medical instrument to inhibit 
rotation and axial movement (Col. 5, lines 7 - 9). Warner et al. disclose a guide lock that engages a 
portion of a medical instrument to inhibit rotation and axial movement, but fail to disclose the 
medical instrument including at least one notch and the guide lock being configured to be received 
in the notch to prevent movement of the medical instrument, the guide lock being moveable axially 
through application of an axial force to the guide lock. Moctezuma De La Barrera et al. teach a 
guide lock (122) that engages a portion of a medical instrument to inhibit rotation and axial 
movement, wherein the medical instrument including at least one notch and the guide lock being 
configured to be received in the notch, the guide lock being moveable axially through application of 
an axial force to the guide lock (Col. 6, lines 40 - 51). The claim would have been obvious because 
the substitution of one known element for another would have yielded predictable results to one of 
ordinary skill in the art at the time of the invention. Because both Warner et al. and Moctezuma De 
La Barrera et al. teach means for locking a medical instrument within a receptacle, it would have 
been obvious to one skilled in the art at the time of the invention to substitute one guide lock for 
the other to achieve the predictable results of holding the medical instrument in a fixed relation to 
the receptacle. 

5. Claims 25 - 29 and 31 rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. 
Patent No. 5,871,487 to Warner et al. in view of U.S. Patent No. 7,166,114 to Moctezuma De La 
Barrera et al. as applied above, and further in view of DE 935,625 to Bodendieck et al. 

In regard to claims 25 - 29 and 31, Warner et al. in view of Moctezuma De La Barrera et al. 
disclose the cradle allowing for rotatably supporting a medical device therein for positioning of the 
device and the medical instrument being a biopsy device (Col. 5, line 40), but fail to disclose the 
biopsy device having a handpiece and a cutting element having an outer hub, wherein the cutting 
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element comprises an outer cannula connected to the outer cannula hub and defining a tissue 
receiving opening and an inner cannula disposed within the outer cannula and attached to the 
handpiece. Bodendieck et al. teach a biopsy device (Figures 1, 2, 3) having a handpiece and a cutting 
element having an outer hub, wherein the cutting element comprises an outer cannula (2) connected 
to the outer cannula hub (Figure 2) and defining a tissue receiving opening (Figure 8) and an inner 
cannula (3) disposed within the outer cannula and attached to the handpiece (Figure 3). It would 
have been obvious to one having ordinary skill in the art at the time the invention was made to use 
the biopsy device disclosed by Bodendieck et al. with the microdrive device taught by Warner et al. 
in view of Moctezuma De La Barrera et al. in order to permit safe and accurate placement of the 
biopsy device at the desired location (See Abstract). 

Allowable Subject Matter 

6. Claims 32 - 34 are allowed. Claims 15 and 30 are objected to as being dependent upon a 
rejected base claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 

Response to Arguments 

7. Applicant's arguments filed 6/26/08 have been fully considered but they are not persuasive. 
Applicant asserts that Warner et al. fail to disclose a lip adjacent the receptacle. However, the 
Examiner considers the upper surface of holding member (32) to be a lip. Applicant asserts that 
Moctezuma De La Barrera et al. disclose a channel and not a notch. However, the Examiner 
considers the channel to be a notch in that a channel is a concave cut or indentation in an edge or 
across a surface. In regard to Bodendieck et al. the Examiner considers the proximal portion of the 
inner cannula to be a handpiece in that a user could grip the proximal portion of the inner cannula. 
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As such, the instrument holing member of Warner et al. would be capable of supporting the 
handpiece. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to JONATHAN ML FOREMAN whose telephone number is (571)272-4724. 
The examiner can normally be reached on Monday - Friday 8:00 am - 4:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Max Hindenburg can be reached on (571)272-4726. The fax phone number for the organization 
where this application or proceeding is assigned is 5 T l-2 T 3-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR system, 
see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR system, 
contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would like 
assistance from a USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/J. M. F./ 

Examiner, Art Unit 3736 
/Max Hindenburg/ 

Supervisory Patent Examiner, Art Unit 3736 



